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REMARKS 

Pending C l aims 

It is alleged in the Office Action that "newly submitted and amended claims 1-3, 21 , 22. 
34, 35, 37. and 38 arc directed to an invention that is independent or distinct from the invention 
originally claimed for the following reasons: the first and second drive branching links arc directed 
towards non-elected species A2. A5, A6, and A7 and (not to elected species A I ; paragraph 1 40)." 
The Office Action continues on to state that "[ajccordingiy, claims 1-3, 21, 22, 34, 37, and 38 arc 
withdrawn from consideration as being directed to a non-elected invention." 

Applicants firmly believe the above action is improper for several reasons {each of 
which is sufficient by itself) and respectfully request that claims i -3, 21.22, 34, 35, 37. and 38 be 
reinstated for consideration. 

1) First, newly submitted and amended claims are directed to elected species A I . Note 
that in the election/restriction requirement dated September 27, 2002, species Al is directed to Figs 
1-4. Figs. 1-4 and the accompanying drawings disclose first and second drive branching links. For 
example, in describing Fig. 2, the specification on page 1 3 describes "a pair of drive branching links 
27 rotatably connects each first pin 34 to lower support point pin 25." Fig. 2 itself clearly shows a 
pair of drive branching links 27. For at least this reason, withdrawing claims 1-3, 21. 22, 24, 35, 37. 
and 38 from consideration is improper because these claims all read on elected species Al . 
Applicants request that the finality of the Office Action be withdrawn and the claims be considered. 

2) Second, claim I was amended from "at least one drive branching link in said means 
for guiding said slide drive device" ,o "first and second drive branching links separately coupled to 
sad guiding means." 1 The "drive branching link" feature was amended to more clearly read on 
Figs. 1 -4. U is clear from Fig. 2 that a pair of drive branching links 27 is shown to be separately 



' Note lhai linear guiding mechanism 20 includes a base 22 and a slider 21 See pice 12 line, 77 ln i ■» n v 
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coupled through a pin (pin 25) lo move separately from each other. Page 1 4, lines 1 7 to 18 in 
reference to Kig 2. stales thai "[e]ach branching link 27 converts the vertical reciprocation of slider 
23 into oscillation of each upper toggle link 30." Amended claim 1 reads on elected Species Al. 
Applicants respectfully request for at least the foregoing reason that the finality of the Office Action 
be withdrawn and claims 1-3, 21, 22, 24, 35, 37, and 38 be rcinsUluied for consideration. 

3) The Office Action asserts dial the invention as set forth in amended claim 1 is 
"directed to an invention that is independent or distinct from the invention originally claimed." 
However, claim I was amended from in pertinent part 

at least one drive branching link in said means for guiding said -slide drive device; 
at least one of a first and a second upper toggle means; 
said at least one tipper toggle means for driving said slide in a cycle; 
said at least one drive branching link transferring said guiding displacement to said one 
upper toggle means; and 

said one upper toggle means being effective to transfer said guiding displacement to said 
-slide and drive said slide through said cycle. 

to 

lirst and second drive branching links separately coupled to said gliding means; 

first and second toggle means coupled respectively to the first and second drive' 
branching links, and said first and second toggle means coupled separably lo the slide; 

wherein the first and second orive branching Jinks respectively converts die linearly 
guided displacement motion lo a toggling motion Of the first and second toggle means, and the 
first and second toggle means transfer the toggling motion to a linear cyclic motion of the slide. 

If original claim 1 and amended claim 1 are independent or distinct from each other ns 
deemed in the Office Action, then this means that either (a) one has no relationship with the other or 
(b) one is novel and unobvious over the other. 2 As it stands with original claim 1 and amended 
claim 1 being independent or distinct from each other, they would logically not be subject to a 
terminal disclaimer if they are placed in separate applications. Because original claim 1 and 
amended claim 1 have the corresponding elements and both read on Figs. l-4 t it is difficult to 



The term independent" (i.e., not dependent) means that there is no disclosed relationship belween (he two Or more 

I- T 1 V b ° y T ™ 1CC ' ed » option, or effect. The term "distinct" means that two or 

™™ ? >Sed ^ rC,a, *J> , CXampk * ° S c ™ b ™«™ ™d part (subcombination) thereof, process and. 

C aSK^ ? d \ CrC " bUl m ***** ° f Sep:iratC ™*™«- «*. - sale as 

claimed, AND A Kb PATEN I ABLh (novel and unobvious) OVER EACH OTHER. MPEP 80Z 01 
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imagine why they would not be subject to a terminal disclaimer but the Office Action is espousing 
that Ihey are not so subject lo. It appears to Applicants that such a conclusion is inconsistent and * 
illogical. For at least the above reason. Applicants submit that withdrawal of claims 1 is improper. 
Withdrawal of other claims 2, 3. 21, 22, 24, 35, 37, and 38 having similar limitations as claim I is 
also improper. For at least the foregoing reason, Applicants respectfully request that ihe finality of 
the Office Action be withdrawn and the claims be considered. 

On page 6 of the Office Action, it is stated that "first and second drive branching links 
(presumably 27 and 5 1 as there is no antecedent basis for the first and second designation) are 
directed to non-elected species as confirmed by applicants' specification (paragraph 140). 

Applicants respectfully point out that just because Paragraph [0140] slates that " [i]t. is 
understood that where linear guide mechanism W provides reciprocating motion along an inclined 
linear line, the second, fifth, sixth, or. seventh embodiments employ drive branching links 27, 53 to 
simplify the device and maintain precision," this in no way excludes the usajB*-'*^^aienJng- — 
hnks in other embodiments. As previously described. Fig. 2. -Which MmMes the first embodiment, 
shows a pair of drive branchfeg links 27. Therefore, claim. V and othardatos with first jr** m&ad 
drive branching links rcad«n Fig. 2 and on ibo- first embodiment. Clearly. Paragraph [01^ flashing 
no exclusivity language provides no reason to withdraw the claims from consideration. 

It is further pointed out that claims that read on more than one species are generic claims that 
should be considered on their merits, not withdrawn. Even if the amended claims and new claims 
read on other species (e.g. species with drive branching links 51) as well as on lhe elected species 
(e.g. Al), that is no reason to withdraw the claims from consideration. Applicants respectfully point 
out that this issue was vigorously contested and petitioned in another case and it was ruled 
completely in favor of Applicants that aliy gentsinc claim that read on the elected species must be 
considered together with the elected species claims. 

In summary. Applicants submit that the finality of the Office Action is premature, h is 
respectfully requested that the finality of the Office Action be withdrawn and claims 1-3, 21 , 22, 24, 

{W:\09637\OOOL305000\00527704.DOC IBfflBfflESIiBIBBlBSMlif 0 ) 1 6 



PAGE 21/24 « RCVD AT 9^1/2005 7:29:40 PM [Eastern DayDght Time] * SVR:USPTO^PXRF*23 1 DNIS:27383M 8 CSiD:212 753 6237 ' DURATION (mn>ss):08-J4 

BEST AVAILABLE COPY 



09/.21V2005 19:34 FAX 212 753 6237 DARBY 8 DARBY PC @]022/024 



Application No. : 09/846.703 |)ockc( NfcJ m?7m0U0M JS() 

35, 37, and 38 be fully considered on their merits in view oflhe arguments made in the previous 
Office Action response filed January 5, 2005. Applicants earnestly request the cooperation oflhe 
Examiner to further the prosecution of this case. Applicants plans to petition the withdrawal of the 
claims if they arc not fully considered in the next office action. 

Claim Rejectio n s - 35 USC §102 

Claims 1 7 has been rejected under 35 USC § 102(b) as being anticipated by Thomas. 
Applicants respectfully submit that claim 17 is not anticipated by Thomas for at least the following 

reason. 

Any terminology in the preamble that limits the stn.cu.re of the claimed invention must 
be treated as a claim limitation. Sec, e.g., Coming Class Works v. Sumitomo Elec. U.S.A., Inc., 868 
F.2d 1251. 1 257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1 989). The present, invention as set forth in 
claim 1 7 is directed to "„ slide drive device for a press machine having a slide." On the other hand. 
Thomas describes a stroke adjustment device for pickling machines. Thomas states in column I . 
lines 9 to 31: 



A pickling machine is described in DP. 3,716,802. which serves for injcc.ini> picklini? 
brine into the goods to be pickled by means of a number of needles. The needles arc arranged on a 
needle earner wh.ch ,s arranged so .hat if moves vertically over a conveyor for die pickling unods. 
After the p.cklmg goods have been introduced onto (he conveyor, the needle carrier is towm-d so that 
the needles can penetrate into the pickling goods. A lower holder dint con be. moved relative lo (he 
lw! C r?r ,Cr r lo 7 rcri ^ethcr wilh the needle carrier and then arrives in position on the upper 
side of .he p.ckhng goods, so that it falls short relative to the needle carrier. The relative motion 
££7« n , f°r J" Ca ? Cr $CrVCS f0r conr,0,li »« valve* for the input of brine, so that the 

mono «rih7? » lee ? IC ? ° nly J" ! hCV haVC Penefra,ed inl ° lhc ,n a-hsequcnt "pwaad 

T„^i S. COrner ;, ,0WCf h ° ,der Sm f ° r "* pUlpose ««"™»vlng Piling Jods 
(Von, .he needles. 11 the nccdfes arc retracted from the pickling goods, and d,c lower holder hi been 

™ * ? TiT" T thC t PlCk,,n K ZO<x is > *»nvcy OT is placed in operation for a brief rime, so ,J,a. the 
now p.ckled goods can be transported off and new pickling goods are introduced. In .his way a ew 
pick hng cycle can begin. 

Thomas' invention has a mechanically driven needle carrier 1 2 (allegedly equivalent to a 
slide of claim 1 7) containing needles for driving needles into pickling goods to release brines into 
the goods. The slide for a p gss machine clearly is not a needle carrier for carrying needles and 
would be inoperable if a needle is used. Stated in another way, a stroke adjusting device for 
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pickling machines, which is designed to thrusl needles into food articles, would structurally not be 
equivalent lo a press machine. A person ofordinary skill in the art would not have found Thomas's 
structure to be equivalent to the slide for a press machine. MsLl?jIg&_noi read on the cited prior 
arL At least for this reason, claim 1 7 is not anticipated by Thomas. 

Claim Re j ections - 35 USC $103 

Claims 18-20 and 36 have been rejected under 35 USC § 103(a) as being unpatentable 
over Thomas. Applicants submit that claims 1 8-20 and 36 arc not obvious for at least the fore"oin<> 
reason. 

Claims 1 8-20 and 3G depend from claim 17 directly or indirectly, therefore, for at least 
the same reason as claim 17 (pickling machine with needles vs. pressing machine), claims 18-20 
and 36 arc not obvious from the cited prior art. 

In view of the above, Applicants earnestly request reconsideration of the claims. 
Dated: September 2 1 , 2005 
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